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DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required 
under 35 U.S.C. 121: 

Group I, claims 1-138 drawn to a method of identifying a 
ligand (inhibitory ligand) comprising screening a 
combinatorial library. 

Group II, claim 13 9, drawn to a method of identifying an 
inhibitory ligand comprising screening a structural 
panel of biased combinatorial peptide libraries. 

Group III, claim 140, drawn to method of identifying an 

inhibitory ligand comprising screening a library with 
the first member ligands all peptides and the first 
library is an unbiased library or a biased at not more 
than two amino acid positions. 

Group IV, claims 141, drawn to method of identifying an 

inhibitory ligand comprising screening a combinatorial 
peptide libraries wherein at least some peptides do 

♦ 

not contain internal cys residues . 
Group V, claims 142-144 drawn to method of identifying an 
inhibitory ligand comprising screening a combinatorial 
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peptide libraries wherein the ligands do not comprise 
antibody-like domains. 

Group VI, claims 145 drawn to method of identifying a pair 
of ligands . 

Group VII, claim 146 drawn to method of identifying a pair 
of ligands wherein the ligands are peptides and do not 
comprise antibody-like molecules. 

The inventions are distinct, each from the other because of 
the following reasons : 

Inventions I -VI and VII are unrelated. Inventions are 
unrelated if it can be shown that they are not disclosed as 
capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different 
inventions are drawn to different methods using different 
components and steps that produces different results/ compounds 
with different effects and/or functions. For example, the method 
of Group I is drawn to a screening a combinatorial library in an 
unstructured panel. The method of Group III requires a biased 
library for which the method of Group I can be a random i.e., 
unbiased library. 
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* 

Because these inventions are distinct for the reasons 
given above and have acquired a separate status in the art 
because of their recognized divergent subject matter, and the 
search required for Group I is not required for Groups I I -VI I, 
specifically the literature journal searches, restriction for 
examination purposes as indicated is proper. 

This application contains claims directed to the following 
patentably distinct species of the claimed invention: 

Applicants are to elect a single species from each of the 
following for whichever group above (I or II or III and etc.) 
is elected: 

A. Combinatorial library as recited in claim 2. If peptide 
library is elected, a structural formula of the peptide library 
is required. (See for example claim 7 or claim 14. Each of the 
variable residues has to be identified. Applicants can refer to 
the specification for the specific residues that are encompassed 

• by each of the variables Xaa, Rl, L, and other variables in the 
peptide sequence that would make up the combinatorial library 
and of specific length) . The same requirement applies if nucleic 
acid is the elected member of a library. 

B. Structured panel library as recited in claim 6 (or non- 
structured panel as recited in e.g., claim 1) . Applicants are to 
identify the specific variations (positional residue, type of 
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residue and number of residue variants or constants) in a 
library of the structured panel, for example each library having 
one and only one constant residues at a first fixed position 
that is the same for all of the libraries. If the structured 
panel is elected, applicants are to clearly elect whether a 
subpanel or not is elected with the panel and to clearly 
identify the residues as aforementioned. 

C. Cys or non-cys containing peptide i.e., linear or cyclic 
as recited in e.g., claim 11, claim 21, specifically claim 31. 
Xaa has to be identified. 

D. Method by which the first library is obtained as recited 
in claims 44 (biological means) , chemical synthesis as recited 
in claims 47 (solution phase) or claim 48 (solid) . 

E. Target as recited in e.g., claims 50-51 and in the other 
claims that contain a target species . 

F. First member ligand as recited in claim 51 i.e., a 
specific species as recited in claim 53, only one Seq. ID. No. 
or species from the other claims that contain this limitation. 

G. Molecular weight of the second library, a specific 
molecular weight is required and not relative to the Gly residue 
as recited in e.g., claim 107. 

H. Second library as recited in e.g., claim 123 or in other 
claims that contain this limitation. However, applicants are 
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reminded that this library has to be specific compounds not a 

» 

genus e.g., heteronitrogen. 

Each of the species covered in each of the genus e.g., 
subgroup A differs in structure and mode of action. A prior art 
reference anticipating one species would not render obvious the 
other species. 

Applicant is required under 35 U.S.C. 121 to elect a single 
disclosed species ( i.e., one from subgroup A, one from B and so 

on ) for prosecution on the merits to which the claims shall be 
restricted if no generic claim is finally held to be allowable. 
Currently, claims 1, 139-142 and 145-146 are generic. 

Applicant is advised that a reply to this requirement must 
include an identification of the species that is elected 
consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are 
generic is considered nonresponsive unless accompanied by an 
election. 

Upon the allowance of a generic claim, applicant will be 
entitled to consideration of claims to additional species which 
are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 
CFR 1.14.1. If claims aire added after the election, applicant 
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must indicate which are readable upon the elected species. MPEP 

§ 809.02 (a) . 

Should applicant traverse on the ground that the species 
are not patentably distinct, applicant should submit evidence or 
identify such evidence now of record showing the species to be 
obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the 
inventions unpatentable over the prior art, the evidence or 
admission may be used in a rejection under 35 U.S.C. 103(a) of 
the other invention. 

Applicant is advised that the reply to this requirement to 
be complete must include an election of the invention to be 
examined even though the requirement be traversed (37 CFR 
1.143) . 

Applicant is reminded that upon the cancellation of claims to a 
non-elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must 
be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.17 (i) . 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to T. D. 
Wessendorf whose telephone number is (571) 272-0812 . The examiner 
can normally be reached on Flexitime. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Andrew Wang can be 
reached on (571)272-0811, The fax phone number for the 
organization where this application or proceeding is assigned 
is(571) 273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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